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DETAILED ACTION 
Response to Arguments 

Applicant's amendment filed September 7, 2005, has been entered and made of 
record. 

The applicant has added new claims. Of these new claims, claims 26-28 will not 
be examined as they belong to a non-elected group (they depend from claim 1 which is 
in a group of claims that was not elected by the applicant). 

Applicant's arguments with respect to claims 5-8 and 13-25 have been 
considered but are moot in view of the new ground(s) of rejection. 

In view of applicant's amendments to the specification, all previous objections to 
the specification are withdrawn. 

Claim Objections 

Claims 15, 20, 29, 30 and 34 are objected to because of the following 
informalities: 

As to claim 15, on line 1 "fefined" is ungrammatical (changing this to "defined" 
would cure this problem). 

As to claim 20, it is unclear exactly what is meant by the claim. In particular, it is 
not clear to the examiner what is meant by the portion "detection processing condition 

of filtering properties of a ". Changing this to "detection processing condition is the 

filtering properties of a ", may cure this problem, but the examiner is not sure if that 

is what applicant intended. 
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As to claims 29 and 30, on line 2, "prcessing" is ungrammatical (changing this to 
"processing" would cure this problem). 

As to claim 34, on line 1, "phtographing" is incorrect. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7 and 15 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. In both claims, the term "part by part" is unclear. The examiner could not find 
adequate explanation in the specification or in the claims so that one of ordinary skill in 
the art could understand what is being claimed. Describing exactly what is meant by 
the term or re-wording it to explain the concept in a clearer fashion in the claims would 
cure this problem. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 7, 8, 13, 15-22, 24, 25, 29, 30 and 34 are rejected under 35 U.S.C. 

103(a) as being unpatentable over Nakajima (USPN 5,761,334) in view of Ellis (USPN 

6,718,053). 

As to claim 5, Nakajima discloses a method of detecting a prospective abnormal 
shadow in an image of an object (column 37, lines 63-65) at a predetermined detecting 
level (column 44, lines 4-10). 

Nakajima does not expressly disclose changing the detecting level according to 
photographing conditions under which the image of the object is taken. 

Ellis discloses changing the detecting level according to photographing 
conditions under which the image of the object is taken (column 17, lines 26-29 - here 
the threshold is changed based on the variation in the light source, which is a 
photographing condition. As stated on line 13 of column 17, the purpose of using the 
threshold is to separate an object of interest, which means it is equivalent to a detecting 
level). 

It would have been obvious to a person of ordinary skill in the art, at the time the 
invention was made, to change the detecting level as in Ellis, when detecting 
prospective abnormal shadows in Nakajima, as they both involve detection from 
medical images. Doing so would help accommodate variation in photographing 
conditions like light sources (column 17, lines 26-29 of Ellis) and also help overcome the 
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problem of where to set the threshold level (column 17, lines 19-20 of Ellis), thus 
providing motivation. 

As to claim 7, it is inherent that the detecting level is changed part by part of the 
image. The examiner is unsure exactly what is meant by this claim (as mentioned in the 
35 use 112 rejection above) but reads it as using a particular detecting level on each 
part of an image. This is inherent because when an image is compared to a threshold, 
each pixel in the image is compared to a detecting level, meaning that it is being done 
"part by part" or "pixel by pixel". 

As to claim 8, Nakajima as modified above, further discloses that the image of 
the object is a mammogram (Figure 27A). 

As to claim 13, Nakajima discloses a system for carrying out the method of 
detecting a prospective abnormal shadow in a radiation image (column 37, lines 63-65), 
said system comprising: 

a prospective abnormal shadow detecting means which detects a prospective 
abnormal shadow at a predetermined detecting level (column 44, lines 4-10). 

a photographing condition input means for inputting photographing conditions 
under which the image of the object is taken (column 47, lines 46-50 and Figure 14B - 
here it is disclosed that the right and left breast are displayed simultaneously. It is 
therefore inherent, that information regarding which part of the body the image 
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represents and its orientation is input into the system. Tlie examiner reads the term 
"photographing condition" broadly as it is commonly used in the art, and considers the 
body portion imaged, to be a type of photographing condition.) 

Nakajima does not expressly disclose a detecting level changing means which 
changes the detecting level according to the photographing conditions input through the 
photographing condition input means. 

Ellis discloses a detecting level changing means which changes the detecting 
level according to the photographing conditions (column 17, lines 26-29 - here the 
threshold is changed based on the variation in the light source, which is a 
photographing condition. As stated on line 13 of column 17, the purpose of using the 
threshold is to separate an object of interest, which means it is equivalent to a detecting 
level). If the concepts of Nakajima and Ellis described above are combined, then the 
invention would inherently contain the limitations that the prospective abnormal shadow 
detecting means detects a prospective abnormal shadow according to the detecting 
level changed by the detecting level changing means, and the photographing conditions 
used would be input by an input means. 

It would have been obvious to a person of ordinary skill in the art, at the time the 
invention was made, to change the detecting level as in Ellis, when detecting 
prospective abnormal shadows in Nakajima, as they both involve detection from 
medical images. Doing so would help accommodate variation in photographing 
conditions like light sources (column 17, lines 26-29 of Ellis) and also help overcome the 
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problem of where to set the threshold level (column 17, lines 19-20 of Ellis), thus 
providing motivation. 

As to claim 15, the limitations of the claim are rejected for the same reasons as 
given in the rejections of claims 7 and 1 3. Changing detecting level part by part is 
discussed in the claim 7 rejection and the remaining limitations are discussed in the 
claim 13 rejection. 

As to claim 16, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claim 8. 

As to claim 17, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claim 13. 

As to claim 18, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claim 1 3. Examiner notes that a broad term like "detection 
processing condition" can be read as a "detecting level" or at least a value that is 
inherently calculated in one of the intermediate steps when calculating the detecting 
level. Examiner also notes that a broad temn like "detection processing condition" could 
also be read as simply a computerized representation of the photographing conditions. 
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As to claim 19, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claims 13 and 18 (see the discussion in the claim 18 rejection). 

As to claim 20, Nakajima as modified above further discloses that the filtering 
properties of a shape-dependent filter are employed in the detection processing 
(Column 44, lines 4-10 discloses that a morphology filter is used with a threshold. Also 
see Figure 26, element 140' and column 53, lines 44-50 and column 54, lines 22-25). 

As to claim 21 , Ellis as applied above further discloses an image conversion 
section which carries out predetermined image conversion processing on the image 
data on the basis of the photographing conditions (column 17, lines 13-16 discloses 
converting the image into a new image by a thresholding process, which is based on 
photographing conditions (as discussed in the rejection of claim 5). The other 
limitations of the claim are rejected for the same reasons as given in the rejection of 
claim 17. 

As to claim 22, Nakajima as modified above further discloses that the image 
conversion processing can be frequency enhancement processing (Column 52 
discusses frequency enhancement, see lines 41-44 in particular). 

As to claim 24, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claim 8. 
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As to claim 25, Nakajima as modified above, further discloses that the 
prospective abnormal shadow is a prospective micro calcification shadow (column 40, 
lines 9-14). 

As to claim 29, Nakajima as modified above further discloses that the detecting 
level is changed by changing a value in an iris filter processing or by changing elements 
in a morphology operation (Column 44, lines 4-10 discloses that a morphology filter is 
used with a threshold, and changing of the threshold has been previously discussed in 
the rejection of claim 13. Also disclosed is use of an iris filter, column 51 , lines 38-53). 

As to claim 30, Nakajima as modified above further discloses that the detecting 
level is changed by changing a threshold value in an iris filter processing or by changing 
values of structural elements in a morphology operation (Column 49, lines 42-48 
disclose the use of a judgment means with an iris filter. Changing of the threshold in the 
judgment means is discussed in the rejection of claim 13. Also see the rejection of 
claim 29). 

As to claim 34, the examiner takes official notice that the degree of compression 
of an object is a photographing condition that is well known in the art. It would have 
been obvious to a person of ordinary skill in the art, at the time the invention was made, 
to use the photographing condition of breast compression, as it is well known in the art 
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of mammography. Doing so would enable the test to be more accurate, as individual 
differences in breast structure of patients could be taken into account, thus providing 
motivation. 

Claims 6, 14, 23 and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakajima and Ellis as applied to claim 5 above, and further in view of 
Ono (USPN 6.088,425). 

As to claim 6, the combination of Nakajima and Ellis as applied above does not 
expressly disclose that the photographing condition is at least one of the tube voltage or 
the tube current of the radiation source, the irradiating time, the product of the tube 
current and the irradiating time, the degree of compression of the object when the object 
is photographed under pressure, whether a grid is used, the kind of the grid used, and 
the magnifying power. 

Ono discloses that the photographing condition is at least one of the tube voltage 
or the tube current of the radiation source, the irradiating time, the product of the tube 
current and the irradiating time, the degree of compression of the object when the object 
is photographed under pressure, whether a grid is used, the kind of the grid used, and 
the magnifying power (column 11, lines 38-57). 

It would have been obvious to a person of ordinary skill in the art, at the time the 
invention was made, to use a photographing condition such as those disclosed in Ono 
as a basis for threshold adjustment in the combination of Nakajima and Ellis as they 
both involve medical imaging. In the combination of Nakajima and Ellis, such threshold 



Application/Control Number: 09/987,402 Page 1 1 

Art Unit: 2623 

adjustment is already taking place based on a photographing condition, and using a 
different condition in the place of the one currently used in the mentioned combination, 
would have been obvious. Doing so would help overcome the problem of where to set 
the threshold level (column 17, lines 19-20 of Ellis), and also give a user more choice in 
which photographing condition(s) to base the threshold setting on according to the 
particular application, thus providing motivation. 

As to claim 14, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claim 6. 

As to claim 23, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claim 6. 

As to claim 35, the limitations of the claim are rejected for the same reasons as 
given in the rejection of claim 6. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg, Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCRA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
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scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 31, 32 and 33 are objected to under 37 CFR 1.75 as being a substantial 

duplicate of claims 6, 14 and 23 respectively. When two claims in an application are 

duplicates or else are so close in content that they both cover the same thing, despite a 

slight difference in wording, it is proper after allowing one claim to object to the other as 

being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Contact Details 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashutosh Upreti whose telephone number is (571) 272- 
7428. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jingge Wu can be reached on (571) 272-7429. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). 
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